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a competitor's IPR
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… from 15% up to 30 % of R&D expenditures are 
invested in inventions already invented (prior of art).  

Patents are immaterial assets and litigations can be expensive 

Dr. Rödler, CEO of the austrian
patent office
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A nullity action is also time consuming and expensive.

Complaint procedures and objects at the Federal 
Patent Court in 2005

Received: 1742
Finished: 1029
Pending: 3791

Patent litigation with a value in dispute of 500.000 € results in approx. 42.000 € of legal costs 
(first level). 
A defendant has the possibility to initiate a nullity action at the Federal Patent Court. 
A nullity action adds 53.000 € to the cost statement in the first level. 
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Is there a technical solution not infringing the patent and how to 
get it?

? The design-around procedure is a 
legal procedure which makes use of 
creativity techniques in order to get 
alternative solutions. 
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The extent of a patent protection

• The scope of protection is given by the content of the claims

• The description and drawings will be used for the interpretation of the claims

Based on § 14 PatG (Germany) / Art. 69 EPÜ
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Alternative embodiments are not protected

derzeitige LösungenMerkmale mögliche andere Gestaltung

Form (Griff)

Material 
(Griff)

Länge

rund eckig

Holz Kunststoff, Metall, Gummi

10 cm variabel, klappbar

...

derzeitige LösungenMerkmale mögliche andere Gestaltung

Form (Griff)

Material 
(Griff)

Länge

rund eckig

Holz Kunststoff, Metall, Gummi

10 cm variabel, klappbar

... Eckiger Griff 
(Drehkrafterhöhung)

Kunststoffgriff 
(Schutz vor Stromschlag)

Eckiger Griff 
(Drehkrafterhöhung)

Kunststoffgriff 
(Schutz vor Stromschlag)

Eckiger Griff 
(Drehkrafterhöhung)

Kunststoffgriff 
(Schutz vor Stromschlag)

E.g. attribute-Listing of a screw driver
Attribute Listing 

Quelle: Vgl. Schlicksupp, H.: Ideenfindung. 3. Aufl. 1989, S. 90

1. List the attributes of the product

2. List the embodiments named in 
the patent 

3. Find alternative embodiments/ 
specifications

attribute protected solution alternatives                    

lenght Variable,  fold away

square cutround

wood Plastic,  rubber, metal

square cut handhol

plastic handhold
(avoids electric shock
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Principle differences of various creativity tools 

Useful for the design-
around process

Creativity tool

intuitive

systematic

Random words

Box of morphology
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SCAMPER makes use of innovative thinking principles (1/4)

Substitute
Substitute  - Components, 
materials, forces

Mechanical tool holder …magnetical holder

Electronics on an 
inelastic board

…flexible foil (polytronics)
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Combine
Combine with other functions; 
integration of functionalities

Phone, fax and  
answering machine

Island of machine tools

Adapt
Adapt, extend the product use, 
make it more flexible!

Post it: paper with glue Cell phones w/ different 
colored covers

SCAMPER makes use of innovative thinking principles (2/4)
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Modify
Modify the size, color, etc. 

Home cinema TV …TV and watch

Put
"Put to another use"

Laser for material tooling …in consumer electronics

SCAMPER makes use of innovative thinking principles (3/4)
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Eliminate
Eliminate components, simplify 

Information via 
conventional cables 

…optical fibers

Train on the rail …under a guide rail

Reverse
Reverse things, turn upside 
down

SCAMPER makes use of innovative thinking principles (3/4)
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Practice: Find alternatives

… formed round 

… is sliding on a steel base blade

… pneumatically controlled

… the frequency is reduced

… remove chips using pressurized 
air   

… light is reflected
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Example: A new car. Different alternatives are possible and have
to be evaluated
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Be aware: The alternative 
solution may be patented too. 
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The equivalent use of the attributes is also a case of infringement 
and may cause an IP litigation

Exception: The alternative embodiment uses an inventive attribute

Alternative embodiment uses attributes 
A, B, C, D or A, B‘, C, D

The combination A - D is new

Infringement

Claim comprises the attributes A, B, C

Alternative embodiment uses attributes 
A, B‘‘, C

B‘‘ is reasonable for a new invention

Anspruch der Erfindung umfasst die 
Merkmale A, B, C
Claim comprises the attributes A, B, C

No Infringement
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The alternative solution may be used to enter in licence
negotiations with the patentee.

The Harvard negotiation concept

A
dv

an
ta

ge
 A

Advantage B

Quelle: Frido Graziani


